TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte LAWRENCE E. M G3 NS

Appeal No. 1999-1978
Application No. 08/864, 442

ON BRI EF

Bef ore CALVERT, ABRAMS, and NASE, Administrative Patent Judges.
NASE, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 1, 3, 5 and 8 through 11, which are all of

the clains pending in this application.

W REVERSE

! Application for patent filed May 28, 1997. According to
the appellant, the application is a continuation of
Application No. 08/656,087, filed May 31, 1996, now abandoned.
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BACKGROUND

The appellant's invention relates to a weighted practice
bat. An understanding of the invention can be derived froma
readi ng of exenplary claim11, which appears in the appendix to

the appellant's brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

Hami | t on 3,521, 883 July 28,
1970
Wor st 4,331, 330 May 25,
1982
Dirksing et al. 4,819, 935 Apr. 11,
1989

Clains 1, 5 and 9 through 11 stand rejected under 35
U S.C. 8 103 as being unpatentable over Ham |lton in view of

Wr st .

Clains 3 and 8 stand rejected under 35 U . S.C. § 103 as
bei ng unpatentabl e over Ham lton in view of Wrst as applied

to claim1 above, and further in view of Dirksing.
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Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appell ant regardi ng the above-noted
rej ections, we nake reference to the answer (Paper No. 21,
mai | ed Decenber 21, 1998) for the examner's conplete
reasoning in support of the rejections, and to the brief
(Paper No. 20, filed October 27, 1998) for the appellant's

argument s t her eagai nst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clains, to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. Upon evaluation of all the evidence before us, it
is our conclusion that the evidence adduced by the exam ner is

insufficient to establish a prim facie case of obvi ousness

with respect to the clains under appeal. Accordingly, we wll
not sustain the examner's rejection of clains 1, 3, 5 and 8
through 11 under 35 U.S.C. § 103. CQur reasoning for this

determ nati on foll ows.
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In rejecting clains under 35 U . S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prima facie case of

obvi ousness. See Inre R jckaert, 9 F.3d 1531, 1532, 28

USPQ2d 1955, 1956 (Fed. Cir. 1993). A prinm facie case of

obvi ousness i s established by presenting evidence that woul d
have | ed one of ordinary skill in the art to conbine the
rel evant teachings of the references to arrive at the clained

invention. See Inre Fine, 837 F.2d 1071, 1074, 5 USPQd

1596, 1598 (Fed. Cir. 1988) and In re Lintner, 458 F.2d 1013,

1016, 173 USPQ 560, 562 (CCPA 1972).

The appel | ant argues that the applied prior art does not

suggest the clainmed subject matter. W agree.

Al'l the clainms under appeal require a weighted ring
"permanently secured” to/on the barrel of a bat. It is our
view that the applied prior art does not teach or suggest a
wei ghted ring "permanently secured"” to/on the barrel of a bat.
In that regard, Ham |lton teaches a weighted ring 10 renovably
cl anped in various ways to the barrel of a bat 9. 1In fact,

Ham | ton teaches (colum 1, lines 23-64) that the bat may be a
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regul ati on baseball bat, the bat is weighted with a renovabl e
wei ght, and that an object of his invention is to provide a
nmeans for non-destructively weighting a regul ati on basebal
bat. Thus, it is our view that Ham | ton does not teach or
suggest "pernmanently securing” the weighted ring 10 to the bat
9 in the manner recited in the clains under appeal. W have
al so reviewed the references to Wrst and Dirksing but find
not hi ng therein which nakes up for the deficiency of Ham |ton

di scussed above.

Since all the limtations of the clains under appeal are
not taught or suggested by the applied prior art for the
reason stated above, the decision of the exam ner to reject
claims 1, 3, 5 and 8 through 11 under 35 U.S.C. 8§ 103 is

rever sed.

CONCLUSI ON
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To sunmmari ze,

claims 1, 3, 5 and 8 through 11 under

rever sed.

REVERSED

| AN A. CALVERT
Adm ni strative Patent Judge

NEAL E. ABRANMS
Adm ni strative Patent Judge

JEFFREY V. NASE
Adm ni strative Patent Judge
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the decision of the exam ner to reject

35 US. C 8§ 103 is

BOARD OF PATENT
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| NTERFERENCES
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